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8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 8)0 accepted or bjD objected to by the Examiner. 
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DETAILED ACTION 
Response to Amendment 

The amendment filed on 6 August 2002 under 37 CFR 1.111 has been 
considered but is ineffective to overcome the Alley reference. 

1 . Examiner acknowledges amended claims 1 , 2, 8 and 10 and new 
claims 11-15. 

2. Examiner acknowledges modification to claims 2 and 10 regarding the 
112 second paragraph. These modifications have rectified the 1 12 rejection. 

3. Applicant states that Alley and Nishino do not disclose every element 
of claims 1 and 8. The examiner gives each claim its broadest interpretation and 
puts forth the following which discloses each element: 

a. "transferring information in a first database of a first electronic 

apparatus to a second apparatus, etc [ref page 5]"). Nishino teaches wireless 

information transmission (abstract) and Alley teaches two devices that can 
download/upload disparate data files via a translating software module (C2, L63- 
67 to C3, LI -10). This discloses data stored on the first device being sent to a 
translator (interpreted as a separate server - see response #4 below) which can 
be accessed by the second device and thereby downloads the data for use by 
another application, Nishino does not require compatible communications (see 
response 3c below) since a mobile phone is connecting to a LAN-based web 
server. 

b. The applicant also states that the references do not disclose a "method 
of providing a service for enabling to transfer information in a first electronic 
apparatus to a second apparatus, etc... .[ref page 6]"). This is argument is 
virtually the same as 3a above, so the applicant is referred there (and to the new 
rejection below). 

c. The applicant states that Alley and Nishino do not disclose "transferring 
information from first to second apparatus wherein the data can be transferred 
regardless of the communications capability between the first and second 
apparatus". 

Nishino states nowhere in his invention that it is a requirement for the two 
devices to have the same communications capability. He discloses a mobile 
wireless phone connecting to a LAN-based web server (which implies that 
neither device must conform to the other in order to communicate). Nishino also 
discloses transmission of various types of data, including email, HTML pages, 
files, or the like (abstract). 

Note the applicant has chosen to draw a line between the mobile phone 
and. the base station and say that this is the place where compatible 
communications takes place (which is not end-to-end). One must look at the 
mobile phone and web server which discloses non-compatible communications 
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(ie. the phone does not have a LAN NIC and the server does not connect to a 
Base Station). 

4. Applicant states that Alley does not disclose a separate sen/er (C14, 
L6-18), As stated in the first Office Action, the examiner has broadly interpreted 
that Alley teaches a software module that acts as a "separate application/server". 
One skilled in the art knows that software programs (and servers) can be 
logically co-located and/or distributed without impact to a user (eg. Microsoft 
Office programs can be run on a PC as a stand-alone program or run across a 
LAN as a client/server program). This provides motivation to move/break apart 
Alle/s invention and implement it as a separate system (ie. instead of installing 
the application on every user's computer/laptop/PDA, one could install it centrally 
and allow many users to access it). The examiner pointed to Column 14, L6-18 
merely to show that Alley allowed for modifications to his invention. The 
examiner believed that the modification of hosting the software module on a 
separate server was obvious to one skilled in the art. 

5. Applicant states that Nishino does not disclose information transfer 
from first device to second device for automatic use by an application in the 
second apparatus, wherein the data can be transferred regardless of the 
communication capability between the first and second apparatus. 

Alley teaches the "automatic files translation" which implies that a user 
does not have to understand how the downloaded data is formatted. Alley 
discloses that one of the user applications can be a Calendar or To Do List (C1 , 
L22-25) which require their data to be up-to-date and implies a need for 
automatic synchronization from time to time (as can be performed by Microsoft 
Outlook). Alley discloses data being downloaded from a user's PC to a user's 
PDA for automatic use on the PDA (eg. second device). The user downloads 
some/all of the calendar dates (for example) which can then be stored and 
automatically used in the calendar program on the PDA (hence, the user does 
not have to type the data in at the PC and the PDA). Products like Microsoft 
Outlook allow a user to sync up calendar and email via an IR link. 

Nishino teaches multiple communications capabilities as discussed in #3c 

above. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-10 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alley et al. U.S. Patent 5,845,282 further in view of Nishino U.S. Patent 

6,233,452 (hereafter referred to as Alley and Nishino). 

As per claim 1 , Alley teaches a method of selecting and retrieving 
computer data files from a remote computer (abstract) [eg. transferring 
information in a first database of a first electronic apparatus to a second 
apparatus], but is silent on comprises: 

- uploading the information from the first apparatus to a server - ttie 
information stored in a first database of the first apparatus for use in 
tlie first apparatus, 

- manipulating the information at the server; and 

- downloading the manipulated information from the server to the second 
apparatus for storage in a second data base of the second apparatus 
for use in the second apparatus. 

- wherein the manipulated information can be automatically entered 
into the second database for use by an application in the second 
apparatus requiring a predetermined data format regardless of 
communication compatibility between the first apparatus and the 
second apparatus. 

Alley does teach a separate "software module", resident on the remote 
computer, that acts as a separate server rC2, 131-34 - ref "server program"! (eg. 
and the server accessible by a second apparatus) where data is sent to, 
translated as needed and sent to the pen-based computer (C2, L63-67 to C3, L1- 
10). Today, both software programs and servers can be logically co-located 
and/or distributed without a marked difference to system operation and 
performance. The examiner also points out that Alley allows for modifications to 
his invention (C14, L6-18) which provides for a design in which the "software 
module" is not co-located with the remote computer but rather located on a 
separate (physical) server. 

Having now shown that Alley can be modified to have a separate, 
intermediate server, the invention can perform the following functions: 
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- uploading the information from the first apparatus to a server, the 
information stored in a first database of the first apparatus for use in 
the first apparatus (C2, L19-44), 

- manipulating the information at the server (C2, L43'44); and 

- downloading the manipulated information from the server to the 
second apparatus for storage in a second data base of the second 
apparatus for use in the second apparatus (C2, L19'44). 

- wherein the manipulated information can be automatically entered 
into the second database for use by an application in the second apparatus 
requiring a predetermined data format regardless of communication 
compatibility between the first apparatus and the second apparatus. Alley 
teaches a pen-based PDA that can download data (eg. Calendar application 
data) from a stand-alone PC's database into the PDA application (C2, L7-9 
and figure 3 shows a calendar application on the LCD screen, #152 and 
#158). 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web server) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that information is uploaded to a server from a 
first apparatus and then downloaded to a second apparatus, to allow the 
information to be sent to an intermediate server so that only one server/program 
is required to serve data which reduces the number of servers/programs which 
need to be setup (also provides for secondary, offsite backup of data). 

As per claim 2, Alley teaches the method of 1 , wherein a user utilizing a 
pen-based hand-held computer can connect to a remote computer and download 
data to the hand-held for storage (abstract and/or C2, L19-29). Alley shows the 
connection phase (figure 10a), the display of various directories and files on the 
remote computer (figure 10B) and the selection of a specific file on the remote 
computer (figure 10C). 

Alley also discusses the trend whereby personal organizers are gaining 
popularity and can perform functions such as keeping a calendar, address book, 
to-do list, etc. (C1, L20-30). Hence, the examiner assumes that both the hand- 
held and remote computer can have at least a first and second communications 
functionalities and a first and second database (eg. the first apparatus has a 
first communications functionalities using data stored in first data base 
AND the second apparatus has a second communications functionalities 
using data stored in second database - the applicant teaches the Nino™ 
while Alley teaches the Apple Newton™ which can store a database and 
communications preferences such as phone numbers and modem/IR 
parameters (CI, L31-38 and figure 1 shows PCMCIA and IR interfaces [C6, 
L32-62]). Alley specifically states that directories can be accessed/downloaded 
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(figure 10B) and that these directories can relate to many different purposes (eg. 
the first data base relates to a first communications directory AND the second 
data base relates to a second communications directory- note that Alley and the 
applicant's databases store similar data [ref. applicant's specification page 2, 
Lines 18-20]), 

Lastly, Alley discusses data downloads in a "generic" sense and therefore 
the examiner interprets that any data which is capable of being stored in the 
remote computer can be downloaded to the hand-held computer without 
restriction. 

As per claim 3, Alley teaches the method of claim 1 , wherein each of the 
first and second apparatus comprises at least one of the following: a PDA (C4, 
L47-50) and a pager (C6, L40), but is silent on a PDA with an Internet 
capability, a mobile phone and a wired phone. 

Nishino teaches a wireless/wired phone (C1, L6-8 and figure 1), Internet 
connectivity by the device(s) [C3, L22-24) and a PDA (C1 , L1 1 ). 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that a wireless/wired phone and Internet 
connectivity are supported, to allow for multiple portable/stationary devices to be 
used and to allow for Internet connectivity which provides cheaper access costs 
(eg. local call to ISP) and worldwide connectivity. 

As per claim 4, Alley teaches the method of claim 1 , but Is silent on 
wherein the information is uploaded via the Internet from the first apparatus to 
the server. 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web server) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that information can be uploaded via the Internet, 
to provide for cheaper access costs (eg. local call to ISP) and worldwide access. 

As per claim 5, Alley teaches the method of claim 1 , but is silent on 
wherein the information is downloaded via the Internet to the second apparatus. 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web server) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that information can be downloaded via the 
Internet, to provide for cheaper access costs (eg. local call to ISP) and worldwide 
access. 
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As per claim 6, Alley teaches the method of claim 1 , but is silent on 
wherein the server keeps a copy of the information uploaded. 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web sen/er) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. Web servers are 
typically "read-only" and do not allow a user to delete or change the stored 
content, hence the server will keep a copy of the uploaded information until 
changed by someone with admin privileges. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that the server keeps a copy of the information 
uploaded, to allow for the information to be used many times without being 
deleted (or until the user contacts an administrator asking them to upload new 
information) and/or for use as secondary/backup/offsite storage. 

As per claim 7, Alley teaches the method of claim 1 , wherein the 
manipulating comprises converting the format of the data (C3, L7-10) and the 
ability of selectively extracting data from the uploaded information (C10, L24-34 - 
Alley allows for many different functions to be performed. Thus "selectively 
extracting data" is a function that would be apparent to one skilled in the art). 

As per claim 8, Alley teaches a method of a method of selecting and 
retrieving computer data files from a remote computer (abstract) [eg. providing a 
service for enabling to transfer information in a first database of a first electronic 
apparatus to a second apparatus], 
but is silent on comprises: 

- enabling to upload the information from the first apparatus to a server, 
the information stored in a first database of the first apparatus for 
use in the first apparatus 

- enabling to manipulate the information at the server; 

- enabling to download the manipulated information from the server to the 
second apparatus for storage in a second data base of the second 
apparatus for use in the second apparatus 

- wherein the manipulated information can be automatically entered 
into the second database for use by an application in the second 
apparatus requiring a predetermined data format regardless of 
communication compatibility between the first apparatus and the 
second apparatus. 

Alley does teach a separate "software module", resident on the remote 
computer, that acts as a separate server [C2. L31-34 - ref "server program"! (eg, 
the server accessible by a second apparatus - C2, L31-44) where data is 
sent to, translated as needed and sent to the pen-based computer (C2, L63-67 to 
C3, L1-10). Today, both software programs and servers can be logically co- 
located and/or distributed without a marked difference to system operation and 
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performance. The examiner also points out that Alley allows for modifications to 
his invention (C14, L6-18) which provides for a design in which the "software 
module" is not co-located with the remote computer but rather located on a 
separate (physical) server. 

Having now shown that Alley can be modified to have a separate, 
intermediate server, the invention can perform the following functions: 

" enabling to upload the information from the first apparatus to a 

server, 

the information stored in a first database of the first apparatus for 
use in the first apparatus (C2, L19'44), 

- enabling to manipulate the information at the server (C2, LAS-dA); 

- enabling to download the manipulated information from the server 
to the second apparatus for storage in a second data base of the 
second apparatus for use in the second apparatus (C2, L19'44) 

- wherein the manipulated information can be automatically entered 
into the second database for use by an application in the second 
apparatus requiring a predetermined data format regardless of 
communication compatibility between the first apparatus and the 
second apparatus. Alley teaches a pen-based PDA that can 
download data (eg. Calendar application data) from a stand-alone 
PC's database into the PDA application (C2, L7-9 and figure 3 shows 
a calendar application on the LCD screen, #152 and #158). 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web sen/er) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that information is uploaded to a server from a 
first apparatus and then downloaded to a second apparatus, to allow the 
information to be sent to an intermediate server so that only one server/program 
is required to serve data which reduces the number of servers/programs which 
need to be setup (also provides for secondary, offsite backup of data). 

As per claim 9, Alley teaches the method of claim 8, wherein the enabling 
to manipulate comprises converting of a format (C3, L7-10) and the ability of 
selectively extracting data from the information (C10, L24-34 - Alley allows for 
many different functions to be performed. Thus "selectively extracting data" is a 
function that would be apparent to one skilled in the art). 

As per claim 10, Alley teaches the method of 8, wherein a user utilizing a 
pen-based hand-held computer can connect to a remote computer and download 
data to the hand-held for storage (abstract and/or C2, L19-29). Alley shows the 
connection phase (figure 10a), the display of various directories and files on the 
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remote computer (figure 10B) and tlie selection of a specific file on the remote 
computer (figure 10C). 

Alley also discusses the trend whereby personal organizers are gaining 
popularity and can perform functions such as keeping a calendar, address book, 
to-do list, etc. (C1 , L20-30). Hence, the examiner assumes that both the hand- 
held and remote computer can have at least a first and second communications 
capability and a first and second database (eg. the first apparatus performs 
first communications functionalities using data stored in ttie first data base 
AND the second apparatus performs second communications 
functionalities using data stored in the second database - the applicant 
teaches the Nino™ while Alley teaches the Apple Newton™ which can store 
a database and communications preferences such as phone numbers and 
modem/IR parameters (C1, L31'38 and figure 1 shows PCMCIA and IR 
interfaces [C6, L32'62]), Alley specifically states that directories can be 
accessed/downloaded (figure 10B) and that these directories can relate to many 
different purposes (eg. the first data base relates to a first communications 
directory AND the second data base relates to a second communications 
directory- note that Alley and the applicant's databases store similar data [ref. 
applicant's specification page 2, Lines 18-20]). 

Lastly, Alley discusses data downloads in a "generic" sense and therefore 
the examiner interprets that any data which is capable of being stored in the 
remote computer can be downloaded to the hand-held computer without 
restriction. 

As per claim 11 , Alley teaches a method for transferring data in a 
database of a Pen based mobile terminal (eg. first mobile terminal) to a 
PC/laptop (figure 4) [eg. second mobile terminal], comprising a method for 
transferring data from a first computer system with a first operating system to a 
second computer system running a second operating system (via a 
communications link) whereby files are translated by a server program and 
uploaded/downloaded (C2, L19-4) 

[eg - providing a common server accessible to a first mobile terminal and a 
second mobile terminal, the first mobile terminal having at least a first application 
and associated first database for use in the first mobile terminal, and the second 
mobile terminal having at least a second application and associated second 
database for use in the second mobile terminal; 

- retrieving and uploading data from the first application's first database to 
the common server 

- converting the uploaded data to conform to a user of the second 
application and associated second database 

- downloading the converted data automatically into the second database 
for use by the second application]. 

But is silent on a separate server and the mobility of both terminals. 
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Alley does teach a PDA which can have a wireless link (IR is disclosed - 
C6, L40-45) and Alley also discloses a PC, laptop or notebook (C1 , L13-19) 
which can have wireless LAN adapters. 

Alley does teach a separate "software module", resident on the remote 
computer, that acts as a separate server \C2. L31-34 - ref "server program"! (eg. 
and the server accessible by a second apparatus) where data is sent to, 
translated as needed and sent to the pen-based computer (C2, L63-67 to C3, L1- 
10), Today, both software programs and servers can be logically co-located 
and/or distributed without a marked difference to system operation and 
performance. The examiner also points out that Alley allows for modifications to 
his invention (C14, L6-18) which provides for a design in which the "software 
module" is not co-located with the remote computer but rather located on a 
separate (physical) server. 

Nishino teaches a wireless information processing terminal and controlling 
method (title) whereby a user can access the Internet and download information 
from a web server (abstract). This thus teaches an intermediate server (eg. the 
web server) that has had information uploaded to it from a first apparatus to allow 
a second apparatus to download said information for use. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that information is uploaded to a server from a 
first apparatus and then downloaded to a second apparatus, to allow the 
information to be sent to an intermediate server so that only one server/program 
is required to serve data which reduces the number of servers/programs which 
need to be setup (also provides for secondary, offsite backup of data). 

As per claim 12, Alley teaches the method of claim 1 1 wherein the first 
database includes data from a Calendar and/or Personal Information Manager 
(C2, L6-9) which would include a telephone directory. 

As per claim 13, Alley teaches the method of claim 1 1 wherein the second 
database includes data from a Calendar and/or Personal Information Manager 
(C2, L6-9) which would include a telephone directory. 

As per claim 14, Alley teaches the method of claim 1 1 wherein the first 
apparatus and the second apparatus includes one or more of a PDA (CI , L32- 
38) but silent on a pager and a cellular phone. 

Nishino teaches a PDA, Personal Handyphone (eg. cell phone) and to a 
"wireless information processing terminal" (eg. pager, etc.) [C1, L6-15]. 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that communications with a cell phone and/or 
pager is possible, in order to transfer data easily between the PDA and these 
wireless devices which can store large amounts of data as well. 



As per claim 15, Alley teaches the method of claim 1 , wherein the 
manipulated information includes data from a Calendar or Personal Information 
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Manager [C2, L6-9] (eg. one or nnore telephone nunnbers) but is silent on 
autonnatically retrievable by the second apparatus to initiate a telephone call from 
the second apparatus. 

Alley teaches a user-operated system in that it is fully manual. Many 
programs today have been automated to remove the need for user interaction, 
especially for mundane tasks such as updating/synchronizing files. Well known 
automated programs such as Microsoft Outlook and Briefcase provide automatic 
synchronization of data files so that the user does not have to either remember to 
check for new email (Outlook) and/or upload changes made during the day 
(Briefcase). Alley teaches a Calendar program that is a program under the 
Microsoft umbrella and would be an excellent reason as to why automatic 
updates would be obvious (eg. the user roams all day and inputs data to the 
Calendar or RIM program. Late in the day the user's desktop PC initiates a call 
to the PDA for data download/synchronization). 

It would have been obvious to one skilled in the art at the time of the 
invention to modify Alley, such that data is automatically retrievable by the 
second apparatus to initiate a telephone call from the second apparatus, to 
provide automated downloads/synchronization that don't require user 
intervention and always keeps data up-to-date. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 



date of this final action. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Stephen M. D'Agosta whose telephone 
number is 703-306-5426. The examiner can normally be reached on M-F, Sam 
to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Daniel Hunter can be reached on 703-308-6732. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are 703-872-9314 for regular communications and 703-872-9314 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
703-306-0377. 




